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DETAILED ACTION 

Election/Restrictions 

Claims 7-14 are allowable. Claims 1-3 and 6, previously withdrawn from 
consideration as a result of a restriction requirement, require all the limitations of 
an allowable claim. Pursuant to the procedures set forth in MPEP § 821.04(a), 
the restriction requirement between inventions I and II, as set forth in the 
Office action mailed on 02/21/2008, is hereby withdrawn and claims 1-3 and 
6 hereby rejoined and fully examined for patentability under 37 CFR 1.104. In 
view of the withdrawal of the restriction requirement, applicant(s) are advised that 
if any claim presented in a continuation or divisional application is anticipated by, 
or includes all the limitations of, a claim that is allowable in the present 
application, such claim may be subject to provisional statutory and/or 
nonstatutory double patenting rejections over the claims of the instant 
application. Once the restriction requirement is withdrawn, the provisions of 35 
U.S.C. 121 are no longer applicable. See In re Ziegler, 443 F.2d 121 1 , 1215, 170 
USPQ 1 29, 1 31 -32 (CCPA 1 971 ). See also MPEP § 804.01 . 

Claim Rejections - 35 USC § 112, 1 st 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 
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i. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. The 
Specification, p. 10, provides a very general explanation of the decomposition 
rate of an organic group, stating that its calculation derives from the ratio of the 
ethoxysilanes that results from the decomposition of the organic group with an 
alkali in an ethyl silicate in the presence of KOH or NaOH. However, there is no 
suggestion as to what the ratio should be or how it is manipulated to arrive at the 
decomposition rate. 

ii. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. The manner of calculating the decomposition 
rate of an organic group on the powder surface, critical or essential to the 
practice of the invention, but not included in the claim(s), is not enabled by the 
disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). 

iii. Claim 2 is rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. While 
the specification provides for calculating the transmittance of an alcoholic 
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dispersion liquid comprising isopropyl alcohol, there is no indication as to the 
concentration of said alcoholic dispersion liquid. 

Claim Rejections - 35 USC § 112, 2 nd 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3 and 6-14 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

i. Claims 3 and 6 recite the limitation "said fine silica powder" in lines 2 of 
each claim. There is insufficient antecedent basis for this limitation in the claim. 

ii. Claims 11-14 recite the limitation "the gas flow rate" in lines 2 of each 
claim. There is insufficient antecedent basis for this limitation in the claim. 

iii. Claims 7-14 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential elements, such omission amounting to a 
gap between the elements. See MPEP § 2172.01. The omitted elements are: 
the gas to which gas the gas flow rate refers. 

Allowable Subject Matter 

The following is a statement of reasons for the indication of allowable 
subject matter: 

i. Schutte et al. (U.S. Patent No. 3,924,029) disclose a method of producing 
high dispersible hydrophobic fine silica powder wherein a hydrophobic agent 
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comprising a volatile organic silicon compound is mixed in the gas state with a 
fine silica powder in a fluidized bed type reaction vessel (col. 5 line 59), and the 
gas flow rate at the time of this mixing is more than 5.0 cm/sec (col. 8 Example 
1 ). However, Schutte et al. do not disclose any characteristics of the silica. 

ii. Nishihara et al. (EP 0 799 791 A1 ) disclose a high dispersible hydrophobic 
fine silica powder, wherein hydrophobicity is more than 50% and the triboelectric 
charge to an iron powder is more than -500 uC/g (p. 10-1 1 Table 3, Tests No. 3, 
8, 21, 24, 25). The fine silica powder is synthesized by a vapor phase method (p. 
3 line 20; p. 5 lines 47-49). However, Nishihara et al. do not disclose any 
information regarding the decomposition of an organic group, the BET surface 
area, or the amount of residual hydrochloride. 

iii. Uchide et. al (U.S. Patent No. 4,868,084) disclose a high dispersible 
hydrophobic fine silica powder, wherein hydrophobicity is more than 50% (col. 1 1 
lines 34-40). The fine silica powder is synthesized by a vapor phase method 
(col. 9 lines 13-17) and has a BET surface area of more than 200 m 2 /g (col. 8 
lines 59-63). However, Uchide et al. do not disclose the triboelectrostatic charge, 
the transmittance of a 5% alcoholic dispersion liquid, or the amount of residual 
hydrochloride. 

iv. Barthel et al. (U.S. Patent No. 6,800,413 B2) disclose a high dispersible 
hydrophobic fine silica powder, wherein the triboelectric charge to an iron powder 
is more than -500 uC/g (col. 23 lines 55-61, Table 1-2). The fine silica powder 
has a BET surface area of more than 200 m2/g (col. 10 lines 16-17). The fine 
silica powder is produced by mixing a hydrophobic agent comprising a volatile 
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organic silicon compound such as dimethyldichlorosilane (col. 5 line 16), which is 
disclosed in the Specification, with a fine silica powder in a fluidized bed type 
reaction vessel (col. 7 lines 12-21). The hydrophobic agent has a gas flow rate 
of more than 5.0 cm/sec (col. 7 lines 9-11). The gas flow rate in the vessel is 
more than 3.0 cm/sec at the time of the hydrophobic treatment (col. 7 lines 21- 
24). 

Barthel et al. differs from the instant invention in that there is no mention of 
the hydrophobicity or the decomposition rate of an organic group on the powder 
surface. Furthermore, the hydrophobic reaction occurs at a temperature no 
greater than 400C, which is less than the reaction temperature in the 
Specification. According to the Applicants' Specification (p. 8 lines 14-15), a 
reaction temperature of 430-600C is necessary to ensure that the decomposition 
rate of an organic group on the powder surface is less than 15%. Additionally, 
the hydrophobic agent is preferably added in liquid form (col. 17 lines 3-4). 

Conclusion 

Claims 1-3 and 6-14 have not been rejected under either 35 U.S.C. 102 or 
35 U.S.C. 103 because the limitations of these claims are not taught in the 
reference(s) of record. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to SERENA L. HANOR whose telephone 
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number is (571)270-3593. The examiner can normally be reached on Monday - 
Thursday 8:00 AM - 5:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Stanley Silverman can be reached on (571) 272-1358. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

SLH 

/Timothy C Vanoy/ 

Primary Examiner, Art Unit 1793 



